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Art Unit: 1712 

Claim Rejections - 35 USC §112 

The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention pnH nf tho ^ 
making and using it, in such full, clear, concise' and^'^^^^^^J 
art to which it pertains, or with which it is most nearly connected to make and ni th« ™2 * h if 
set forth the best mode contemplated by the inventor o?carrS ouS fnventn ™ ^ ^ 

Claim 1 1 is rejected under 35 U.S.C. 112, first paragraph, as failing to comply 
with the written description requirement. The claim(s) contains subject matter which 
was not described in the specification in such a way as to reasonably convey to one 
skilled in the relevant art that the inventor(s), at the time the application was filed, had 
possession of the claimed invention. As claim 1 1 is written, it would appear that 
Applicant contemplated a method wherein the ratio recited in lines 5 and 6 of the claim 
may be adjusted subsequent to reacting the phenolic compound and the unsaturated 
cyclic hydrocarbon. In fact, this ratio is manipulated by way of judicious selection of the 
reaction conditions prior to/during the reaction. The only way this ratio could be 
adjusted after the reaction has taken place is presumably by selective removal of a 
portion of the desired resin or by-product from the mixture leaving behind fractions of 
the resin and by-product that meet this requirement. This is not mentioned anywhere in 
the original disclosure hence the invention set forth in new claim 1 1 represents new 
matter. 

The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctlv 
claiming the subject matter which the applicant regards as his invention 9 * 

Claims 1 and 3-6 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
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applicant regards as the invention. The language of claim 1 is so awkward as to elicit 
questions as to what Applicant regards as their invention. First of all, the first step of the 
claimed method refers to an adjustment of the molar ratio of a mixture of products when 
a reaction step has not yet been formally stated. It is submitted that Applicant should 
consider replacing the language of step 1 with the following taken nearly verbatim from 
page 7 of the Specification: 

step (1) cause the phenolic compound and unsaturated cyclic hydrocarbon 
having two or more carbon-carbon double bonds to react so that the molar fraction of 
the amount of ether-type product relative to that of the mixture of products may be 0.1 



or more. 



Concerning the description of the second step, it refers to "said reaction" where, 
again, a reacting step had not been previously disclosed except for in the preamble. 
Also, the term "proceeding" is too vague as to convey what is actually required for 
"extinguishing" of the ether by-product (which the Examiner hypothesizes is not 
decomposed in the second step but, rather, rearranges, to provide more of the desired 
resin- ultimately the mechanism by which the by-product is extinguished is not 
delineated). In reality, the "extinguishing" step entails heating the system to even higher 
temperatures than those employed in step 1. The claim should be amended to reflect 
this fact. Correction of these matters is required. 

Claim Analysis 

Claim 1 refers to an adjusting step that yields a specified product distribution. In 
actuality, there does not appear to be any pro-active measures taken to achieve the 
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required result. That is, it would appear that the outcome of the reaction wherein the 
ether represents more than 10 mol% of the final product is inherent in the conditions 
that are used. Therefore, if a reference teaches reactions conditions mirroring those 
presently disclosed, i.e. similar reactants, catalyst, and reaction temperature (in general, 
a phenolic compound, a cycloalkadiene compound, a boron trifluoride catalyst, and 
reaction temperature of 60° to 90° C), it will be held as evidence that the product 
inherently contains the stated product distribution. 

Claim Rejections - 35 USC § 102 
The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

Claims 1-5 and 7-9 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Bogan, U.S. Patent # 4,927,905. Example 1 teaches identical starting materials, a first 
reaction temperature that falls inside the range for step 1 (see claim 2), and a second 
reaction temperature to which the system is raised upon completion of 
dicyclopentadiene addition that, likewise, falls within the temperature range mandated 
for the second step. Neutralization/deactivation of the catalyst with KOH is taught under 
heading B. of the example as is a high temperature vacuum-stripping step that would 
inherently result in the removal of the excess phenol which has a boiling point of 180° C 
at atmospheric pressure. 
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Allowable Subject Matter 

Claim 6 is objected to as being dependent upon a rejected base claim, but would 
be allowable if rewritten in independent form including all of the limitations of the base 
claim and any intervening claims. Although it is frequently the case that phenolic resins 
are prepared expressly as precursors to epoxy resins, there simply is no particular 
motivation to extend the methodology disclosed by Bogan to include modification of the 
phenol-hydrocarbon resin with an epihalohydrin. Claim 10 is allowable for the same 
reason. 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Marc S. Zimmer whose telephone number is 571-272- 
1096. The examiner can normally be reached on Monday-Friday 8:00-4:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Randy Gulakowski can be reached on 571-272-1302. The fax phone 
number for the organization where this application or proceeding is assigned is 703- 
872-9306. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
November 1 1 , 2004 * 



